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DETAILED ACTION 
Response to Amendment 

Applicant's election without traverse of claims 1-9 and 14-16 in the reply filed on 
01/29/07 is acknowledged. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-9 and 14-16 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Re Claims 1 and 14: The terms "eligibility" and "eligible" in claims 1 and 14 render the 
claim indefinite. The terms are not defined by the claim and thus it is unclear which 
transactions are or are not subject to the claim limitations. 

Claims 1 and 14 are rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential steps, such omission amounting to a gap between the 
steps. See MPEP § 2172.01. The omitted steps are: a) The claims reference a 
transaction decision regarding payment via the bank account. It is unclear from prior 
claim limitations what transaction decision is referred to? Also, how is the transaction 
processed and settled? 

Dependent claims 2-9 and 15-16 are rejected based on the same rationale and 
claims 1 and 14. 

Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1 966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-9 and 14-16 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Carlson, US Pat. No. 5,053,607 in view of Nichols, US Pub. No. 

2001/0037299. 

Re Claims 1-4: Carlson discloses a method for processing a check transaction, the 
method comprising: 

receiving transaction information that is transmitted by a terminal (Carlson, abstract, 
Figs. 1-7; col. 1, lin 1+ - col. 5, line 10; col. 6, line 38 - col. 9, line 46; col. 13, line 44+ - 
col. 16, line 18; col. 22, lines 34+ - col. 25, line 17) 

The following term has been defined by the claims and has been given it's broadest 
reasonable interpretation: Terminal- any device through which data can be entered or 
displayed. See MPEP §2111.; 

Carlson fails to explicitly disclose: 
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determining eligibility of the transaction for payment via a bank providing an electronic 
authorization response that is transmitted to the terminal, the authorization response 
including a unique transaction identifier if the transaction is eligible for payment via the 
bank account; and 

receiving an electronic response packet that is transmitted by the terminal if the 
transaction is eligible for payment via the bank account, the response packet including 
the unique transaction identifier and a transaction decision regarding payment via 
the bank account. 

Nichols discloses: 

determining eligibility of the transaction for payment via a bank account (Nichols, 
abstract; Figs. 1-7; [0001] - [0084]); 

providing an electronic authorization response that is transmitted to the terminal, the 
authorization response including a unique transaction identifier if the transaction is 
eligible for payment via the bank account (Nichols, abstract; Figs. 1-7; [0001] - [0084]) 
Optional Language: The phrase "if is optional language, and thus there is not a 
positive limitation recited. See MPEP § 2106 II C; See MPEP § 2111; 
and 

receiving an electronic response packet that is transmitted by the terminal if the 
transaction is eligible for payment via the bank account, the response packet including 
the unique transaction identifier and a transaction decision regarding payment via 
the bank account (Nichols, abstract; Figs. 1-7; [0001] - [0084]) 
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Optional Language: The phrase "if is optional language, and thus there is not a 
positive limitation recited. See MPEP § 2106 II C; See MPEP § 2111. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the teachings of Carlson by adopting the teachings of 
Nichols to provide a method further comprising: determining eligibility of the transaction 
for payment via a bank account; providing an electronic authorization response that is 
transmitted to the terminal, the authorization response including a unique transaction 
identifier if the transaction is eligible for payment via the bank account; and 
receiving an electronic response packet that is transmitted by the terminal if the 
transaction is eligible for payment via the bank account, the response packet including 
the unique transaction identifier and a transaction decision regarding payment via 
the bank account. 

Re Claim 5: Carlson in view of Nichols discloses the claimed method supra and. 
Nichols further discloses storing the authorization response in an authorization 
response file, storing the response packet in a response packet file, and comparing 
the response packet file with the authorization response file prior to settling the 
transaction (Nichols, abstract; Figs. 1-7; [0001] - [0084]). 

Re Claim 6: Carlson in view of Nichols discloses the claimed method supra and 
Nichols further discloses providing an electronic confirmation of receipt of the response 
packet that is transmitted to the terminal (Nichols, abstract; Figs. 1-7; [0001] - [0084]). 
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Re Claim 7: Carlson in view of Nichols discloses the claimed method supra and 
Nichols further discloses receiving a settlement request, and settling the transaction in 
response to the settlement request (Nichols, abstract; Figs. 1-7; [0001] - [0084]). 
Re Claim 8: Carlson in view of Nichols discloses the claimed method supra and 
Nichols further discloses wherein the step of receiving a settlement request occurs 
simultaneously with the step of receiving an electronic response packet (Nichols, 
abstract; Figs. 1-7; [0001] - [0084]). 

Re Claim 9: Carlson in view of Nichols discloses the claimed method supra and 
Nichols further discloses wherein the step of receiving a settlement request occurs after 
the step of receiving an electronic response packet (Nichols, abstract; Figs. 1-7; [0001] 
- [0084]). 

Re Claim 14: Carlson discloses a computer system for processing a check transaction 
initiated by a terminal. 

The following term has been defined by the claims and has been given it's broadest 
reasonable interpretation: Terminal- any device through which data can be entered or 
displayed. See MPEP §2111. 

Carlson fails to explicitly disclose: 
instructions for determining eligibility of the transaction for payment via a bank account; 
instructions for generating an electronic authorization response that is communicated 
to the terminal, the authorization response including a unique transaction identifier 
if the transaction is eligible for payment via the bank account; 
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and instructions for receiving an electronic response packet provided by the terminal if 
the transaction is eligible for payment via the bank account, the response packet 
including the unique transaction identifier and a transaction decision regarding payment 
via the bank account. 

Nichols discloses: 

instructions for determining eligibility of the transaction for payment via a bank account 
(Nichols, abstract; Figs. 1-7; [0001] - [0084]); 

instructions for generating an electronic authorization response that is communicated 
to the terminal, the authorization response including a unique transaction identifier 
if the transaction is eligible for payment via the bank account (Nichols, abstract; Figs. 1- 
7; [0001] - [0084]) 

Optional Language: The phrase "if is optional language, and thus there is not a 

positive limitation recited. See MPEP § 2106 II C; See MPEP § 2111.; 

and instructions for receiving an electronic response packet provided by the terminal if 

the transaction is eligible for payment via the bank account, the response packet 

including the unique transaction identifier and a transaction decision regarding payment 

via the bank account (Nichols, abstract; Figs. 1-7; [0001] - [0084]) 

Optional Language: The phrase "if is optional language, and thus there is not a 

positive limitation recited. See MPEP § 2106 II C; See MPEP § 2111. 

Intended Use: The claims make several intended use statements which do not 
carry patentable weight (i.e., "a system for"; "instructions for"). What follows the 
statement of intended use (i.e., "for") does not carry patentable weight. The claimed 
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invention must result in a structural difference between the claimed, invention and the 
prior art in order to patentably distinguish the claimed invention from the prior art. If the 
prior art structure is capable of performing the intended use, then it meets the claim. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the teachings of Carlson by adopting the teachings of 
Nichols to provide: instructions for determining eligibility of the transaction for payment 
via a bank account; instructions for generating an electronic authorization response 
that is communicated to the terminal, the authorization response including a unique 
transaction identifier if the transaction is eligible for payment via the bank account; 
and instructions for receiving an electronic response packet provided by the terminal if 
the transaction is eligible for payment via the bank account, the response packet 
including the unique transaction identifier and a transaction decision regarding payment 
via the bank account. 

Re Claim 15: Carlson in view of Nichols discloses the claimed system supra and 
Nichols further discloses 

instructions for storing the authorization response in an authorization response file 
(Nichols, abstract; Figs. 1-7; [0001] - [0084]), 

instructions for storing the response packet in a response packet file (Nichols, 
abstract; Figs. 1-7; [0001] - [0084]), and 

instructions for comparing the response packet file with the authorization response file 
prior to settling the transaction (Nichols, abstract; Figs. 1-7; [0001] - [0084]). 
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Re Claim 16: Carlson in view of Nichols discloses the claimed system supra and 
Nichols further discloses 

instructions for providing an electronic confirmation of receipt of the response packet to 
the terminal (Nichols, abstract; Figs. 1-7; [0001] - [0084]). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The following US Pub and US Pat. references deal with 
processing a check transaction. 
2003/0088514- Sesek 
20030069941- Peiffer 
2003/0050892- Clynes 
2003/0050889- Burke 
2003/0033252- Buttridge 
2002/01781 12- Goeller 
2002/0174074- Meadow 
2002/0169720- Wilson 
2002/0152169- Dutta 
2002/0152166- Dutta 
2002/0154164- Clapper 
2002/0152170- Dutta 
2002/0103756- Andrews 
2002/0087463- Fitzgerald 
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2002/0062286- Tedesco 
7,181,430- Buchanan 
6,856,965- Stinson 
6,786,398- Stinson 
6,757,664- Cardinal 
6,728,397- McNeal 
6,647,376- Farrar 
6,282,523- Tedesco 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sara Chandler whose telephone number is 571-272- 
1 186. The examiner can normally be reached on 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Kramer can be reached on 571-272-6783. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 09/992,596 



Page 1 1 



Art Unit: 3693 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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